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■Period for Reply 

■ A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
i THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 
be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b), 
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Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

2. A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd, 
App. 1961); Ex parte Hall 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, claim 1 recites the broad recitation of a flame-spray 
aluminum-alloy, and the claim also recites particularly suited as sliding material which is the 
narrower statement of the range/limitation. 

3. Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point but and distinctly claim the subject matter which applicant regards as the 
invention. 
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In claim 6, line 2, the phrase "a soft film" is indefinite since it can not be determined as to 
what does and what does not meet Applicant's definition of "soft". 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mori el al. 
(US 6,090,497). 

Mori teaches a coated member wherein the coating is a wear resistant Al-Si alloy having 
a content of Si fi"om 26-80 weight % and fiirther containing fine Si particles fi:om 0.01 to 10 |im 
dispersed therein (col. 2, In. 27-37). The wear resistant coating may also contain additional 
materials such a 0.05-10%Mg, 0.5-10%Cu, 0.1-20% Sn, and between 0.05-15% of Mn, Fe, 
and/or Ni (col. 3, In. 1-8; col. 3, In. 65 - col. 4, In. 9). Mori fiirther teaches that the wear resistant 
coating which is formed by thermally spraying is suitable for compressor parts such as in 
automobiles (col. 5, In. 44 - col. 6, In. 3). 

Regarding the material ranges in claim 3, although the weight percentages of the 
additional materials are not within the exact same ranges claimed by Applicant, all of the 
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I material ranges taught by Mori overlap the material ranges claimed by Applicant which obviates 

claim 3. 

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mori el al. (US 
6,090,497) in view of Kawagoe et al (US 5,864,745). 

Mori does not teach the roughening of the substrate surface; however, it is well known in 
the art to roughen the substrate surface in order to improve the adhesion of the overlying coating, 
Kawagoe teaches a flame sprayed aluminum silicon alloy (col. 13, In. 5-7) as well as shot 
blasting the substrate to roughen the surface before applying the wear resistant coating (col. 15, 
In. 59 - col. 6, In. 31). It would have been obvious to one of ordinary skill in the art at the time 
of the invention to have roughened the surface of the substrate prior to applying the wear 
resistant coating of Mori in order to have increased the adhesion between the substrate and the 
coating. 

7. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mori et al. (US 
6,090,497) in view of Wilkosz et al. (US 5,655,432). 

Mori teaches what is set forth above but it does not teach a layer covering the outer 
surface of the wear resistant coating. However, it is known in the art to coat wear resistant 
components with lubricating coatings in order to improve the seizure resistance during dry 
conditions. 
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Wilkosz teaches an aluminum-silicon swash-plate compressor which has a coating 
comprising a PTFE resin and lubricating particles such as carbon and M0S2 dispersed therein 
(col. 3, In. 38-60). This coating reduces the friction of the swash-plate and increases its 
durability (col. 3, In. 5-8). 

It would have been obvious to one of ordinary skill in the art at the time of the in 
invention to have used the lubricating or friction reducing coatings of Wilkosz on the exterior 
surface of the coating taught by Mori in order to have improved the seizure resistance and to 
increase the durability of the swash-plate compressor, particularly during dry conditions. 

8. Any inquiry to this communication or earlier communications from the Examiner should 
be directed to Jason Savage, whose telephone number is (703)305-0549. The Examiner can 
normally be reached Monday to Friday from 6:30 AM to 4:00 PM. 

If attempts to reach the Examiner by telephone are unsuccessfiil, the Examiner's 
supervisor, Deborah Jones, can be reached on (703)308-3822. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703)308-235 1 . ^ 
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